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DETAILED ACTION 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

1. Claims 1-4, 12-13, 15-16, and 19 are rejected under 35 U.S.C. 103(a) as 

being unpatentable over von der Ohe et al. (US 4,453,740). 

With regards to claim 1, von der Ohe et al. discloses : 

• An internal combustion engine (Column 1 , Lines 28-30) 

• A protruding component surrounding the engine (Figure 1 ; depicts multiple 
protruding components and clearly surrounds an engine) 

• At least one protective lining attached to at least one area of the protruding 
component 

o Examiner takes official notice that it is old and well known in the art to 
paint and/or undercoat an axle carrier, as such painting or undercoating 
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provides a protective lining, protecting the axle carrier from corrosion as 
well as many other threats to an axle carrier. Therefore it would have 
been obvious to paint and/or undercoat the axle carrier of von der Ohe et 
al. 

• Definition of lining: material used to cover or coat an inside surface 
(provided by Webster's II Dictionary) 

• The lining is a material provided with heat-insulating properties 

o Examiner takes official notice that it is old and well known in the art to 
paint and/or undercoat an axle carrier, as such painting or undercoating 
provides heat-insulating properties as opposed to a bare metal surface. 
Therefore it would have been obvious to paint and/or undercoat the axle 
carrier of von der Ohe et al. 

• The material of the lining has sound-insulating properties 

o Examiner takes official notice that it is old and well known in the art to 
paint and/or undercoat an axle carrier, as such painting or undercoating 
provides sound-insulating properties as opposed to a bare metal surface. 
Therefore it would have been obvious to paint and/or undercoat the axle 
carrier of von der Ohe et al. 
With regards to claim 3, von der Ohe et al. discloses : 

• The protruding component is an axle carrier (Figure 1, Item 1) 
With regards to claim 4, von der Ohe et al. discloses : 

• The material of the lining comprises an elastomer-modified thermoplastic 
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o Examiner takes official notice that it is old and well known in the art to 
undercoat an axle carrier, as such undercoating is well-known to be a 
thermoplastic. Therefore it would have been obvious to paint and/or 
undercoat the axle carrier of von der Ohe et al. 
With regards to claim 12, von der Ohe et al. discloses : 

• The two longitudinal sides of the axle carrier extending parallel to the vehicle 
longitudinal axis, are fully covered by the lining with the exception of the 
fastening points, for fastening to the longitudinal member, and the engine mount 

o Examiner takes official notice that it is old and well known in the art to 
paint and/or undercoat an axle carrier, as such painting or undercoating 
provides a lining that can be placed on any portion desirable, and can be 
left off of portions in which a lining is not desired. Therefore it would have 
been obvious to paint and/or undercoat the axle carrier of von der Ohe et 
al. 

With regards to claim 13, von der Ohe et al. discloses : 

• The two lining portions covering the longitudinal sides of the axle carrier are 
joined together in such a way that they form a single component, the connecting 
portions fully covering the transverse bridges of the axle carrier, which join its 
longitudinal sides 

o Examiner takes official notice that it is old and well known in the art to 
paint and/or undercoat an axle carrier, as such painting or undercoating 
provides a single unified coating over all of the surfaces chosen to be 
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covered by said lining. Therefore it would have been obvious to paint 
and/or undercoat the axle carrier of von der Ohe et al. 
With regards to claim 15, von der Ohe et al. discloses : 

• The lining is formed by a coating of the axle carrier 

o Examiner takes official notice that it is old and well known in the art to 
paint and/or undercoat an axle carrier, as such painting or undercoating is 
done by coating the axle carrier with said paint or undercoating. Therefore 
it would have been obvious to paint and/or undercoat the axle carrier of 
von der Ohe et al. 
With regards to claim 16, von der Ohe et al. discloses : 

• The lining is of skin-like configuration conforming to the contour of the top side of 
the axle carrier 

o Examiner takes official notice that it is old and well known in the art to 
paint and/or undercoat an axle carrier, as such painting or undercoating 
conforms to the surface to which it is applied. Therefore it would have 
been obvious to paint and/or undercoat the axle carrier of von der Ohe et 
al. 

With regards to claim 19, von der Ohe etal. discloses : 

• The material of the lining comprises polyamide or polyurethane 

o Examiner takes official notice that it is old and well known in the art to 
paint and/or undercoat an axle carrier, as such painting or undercoating 
are commonly composed of a polyamide or polyurethane. Therefore it 



Application/Control Number: 10/506,761 Page 6 

Art Unit: 3618 

would have been obvious to paint and/or undercoat the axle carrier of von 
der Ohe et al. 

2. Claims 1-3, 5-14, and 16-18 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over von der Ohe et al. (US 4,453,740) in view of lllbruck et al. (US 
5,633,067). 

With regards to claim 1. von der Ohe et al. discloses : 

• An internal combustion engine (Column 1 , Lines 28-30) 

• A protruding component surrounding the engine (Figure 1 ) 

With regards to claim 1. von der Ohe et al. lacks, but lllbruck et al. teaches : 

• At least one protective lining attached to at least one area of the protruding 
component (Figure 1 , Item 1 ) 

o This reference states that the lining is to be used on an engine 

compartment wall, the top surface of the axle carrier is a wall, the axle 
carrier also has multiple protrusions to which the lining may be attached 
Therefore it would have been obvious to one of ordinary skill in the art to 
take the teachings of lllbruck et al. and incorporate them into the invention of von 
der Ohe et al. in order to provide protection to the axle carrier from anything 
directly dripping or falling on the axle carrier. 

• The lining is a material provided with heat-insulating properties (Column 1, Lines 
39-45) 

• The material of the lining has sound-insulating properties (Column 1, Lines 39- 
45) 
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o The lining is composed of foam and plastic, foam is very well-known for its 
heat-insulating properties, and foam has good sound-absorbing properties 
Therefore it would have been obvious to one of ordinary skill in the art to 
take the teachings of lllbruck et al. and incorporate them into the invention of von 
der Ohe et al. in order to provide a heat-insulating layer and a sound-insulating 
layer, to retain heat in the engine bay and to minimize the amount of sound 
allowed to travel outside of the confines of the engine bay. 

With regards to claim 3, von der Ohe et al. discloses : 

• The protruding component is an axle carrier (Figure 1, Item 1) 

With regards to claim 5. von der Ohe et al. lacks, but lllbruck et al. teaches : 

• The material of the lining comprises two interconnected plastics, the one plastic 
exhibiting sound-insulating properties and the other plastic exhibiting heat- 
insulating properties (Figure 2, Item 5) 

o As is clearly illustrated one can see that the two layers of plastic connect 
on the left side of the illustrated lining. 

Therefore it would have been obvious to one of ordinary skill in the art to 
take the teachings of lllbruck et al. and incorporate them into the invention of von 
der Ohe et al. in order to provide two interconnected plastics that exhibit different 
properties. 

With regards to claim 6. von der Ohe et al. lacks, but lllbruck et al. teaches : 

• The plastic having the heat-insulating properties is disposed above the plastic 
having the sound-insulating properties (Figure 2, Item 5) 
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o The plastic that is on the upper surface will have more of an impact on the 
heat-insulating properties while the lower layer of plastic aids more to the 
sound-insulating aspect because the sound is what will travel further 
through the lining, while the heat will be retained by the upper non-porous 
sheet of plastic. 

Therefore it would have been obvious to one of ordinary skill in the art to 
take the teachings of lllbruck et al. and incorporate them into the invention of von 
der Ohe et al. in order to provide two interconnected plastics that exhibit different 
properties. 

With regards to claim 7, von der Ohe et al. lacks, but lllbruck et al. teaches : 

• The lining covers a track control arm opening in the axle carrier (Figure 1 , Item 1 ) 

Therefore it would have been obvious to one of ordinary skill in the art to 
take the teachings of lllbruck et al. and incorporate them into the invention of von 
der Ohe et al. in order to provide a lining that covers a track control arm opening 
so that heat and sound are further retained in the engine compartment. 
With regards to claim 8, von der Ohe et al. lacks, but lllbruck et al. teaches : 

• The lining covers a spring control arm opening in the axle carrier (Figure 1 , Item 
1) 

Therefore it would have been obvious to one of ordinary skill in the art to 
take the teachings of lllbruck et al. and incorporate them into the invention of von 
der Ohe et al. in order to provide a lining that covers a spring control arm opening 
so that heat and sound are further retained in the engine compartment. 
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With regards to claim 9, von der Ohe et al. lacks, but lllbruck et al. teaches : 

• The lining covers an interspace between the axle carrier and a longitudinal 
member of the vehicle to which the axle carrier is fastened (Figure 1 , Item 1 ) 

Therefore it would have been obvious to one of ordinary skill in the art to 
take the teachings of lllbruck et al. and incorporate them into the invention of von 
der Ohe et al. in order to provide a lining that covers a spring control arm opening 
so that heat and sound are further retained in the engine compartment. 

With regards to claim 10. von der Ohe et al. lacks, but lllbruck et al. teaches : 

• The lining covers a bearing of the axle carrier for an axle stabilizer (Figure 1 , Item 
1) 

Therefore it would have been obvious to one of ordinary skill in the art to 
take the teachings of lllbruck et al. and incorporate them into the invention of von 
der Ohe et al. in order to provide a lining that covers a a bearing of the axle 
carrier for an axle stabilizer so that excess heat is kept away from the bearing. 

With regards to claim 1 1. von der Ohe et al. lacks, but lllbruck et al. teaches : 

• The linings of the individual cover points are joined together in one piece (Figure 
2, Item 5) 

o Both linings are joined together, as is clearly illustrated in the left of Figure 
2) 

Therefore it would have been obvious to one of ordinary skill in the art to 
take the teachings of lllbruck et al. and incorporate them into the invention of von 
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der Ohe et al. in order to provide a lining that is joined together as one piece, to 
simplify the installation of said lining. 
With regards to claim 12, von der Ohe et al. lacks, but lllbruck et al. teaches : 

• The two longitudinal sides of the axle carrier extending parallel to the vehicle 
longitudinal axis, are fully covered by the lining with the exception of the 
fastening points, for fastening to the longitudinal member, and the engine mount 
(Figure 1, Item 1) 

Therefore it would have been obvious to one of ordinary skill in the art to 
take the teachings of lllbruck et al. and incorporate them into the invention of von 
der Ohe et al. in order to provide a lining that covers specific areas of the axle 
carrier, while not covering other parts, so as to make it easier to install the axle 
carrier, and to not create intereference problems in the engine mount area of the 
fastening point areas. 
With regards to claim 13, von der Ohe et al. lacks, but lllbruck et al. teaches : 

• The two lining portions covering the longitudinal sides of the axle carrier are 
joined together in such a way that they form a single component, the connecting 
portions fully covering the transverse bridges of the axle carrier, which join its 
longitudinal sides 

Therefore it would have been obvious to one of ordinary skill in the art to 
take the teachings of lllbruck et al. and incorporate them into the invention of von 
der Ohe et al. in order to provide a lining that is formed as a single component, in 
order to keep down manufacturing costs. 



Application/Control Number: 10/506,761 Page 1 1 

Art Unit: 3618 

With regards to claim 14, von der Ohe et al. lacks, but lllbruck et al. teaches : 

• The lining, with the exception of the fastening points for fastening the lining to the 
axle carrier, is distanced from the latter by an air gap (Figure 2, Item 7) 

Therefore it would have been obvious to one of ordinary skill in the art to 
take the teachings of lllbruck et al. and incorporate them into the invention of von 
der Ohe et al. in order to provide a lining that has an air gap between the lining 
and the carrier so that other items would have space to be mounted to said axle 
carrier, for example, brake lines, or wire looms. 
With regards to claim 1 6, von der Ohe et al. lacks, but lllbruck et al. teaches : 

• The lining is of skin-like configuration conforming to the contour of the top side of 
the axle carrier (Figure 1, Item 1) 

Therefore it would have been obvious to one of ordinary skill in the art to 
take the teachings of lllbruck et al. and incorporate them into the invention of von 
der Ohe et al. in order to provide a lining that is skin-like in order to contour to the 
shape of the axle carrier, so that it is easier to work with and around. 

With regards to claim 17. von der Ohe et al. lacks, but lllbruck et al. teaches : 

• Air chambers are formed on the top side of the lining (Figure 1 ) 

Therefore it would have been obvious to one of ordinary skill in the art to 
take the teachings of lllbruck et al. and incorporate them into the invention of von 
der Ohe et al. in order to provide a lining that has air chambers formed on the top 
side, specifically between the engine and the lining in order to provide breathing 



Application/Control Number: 10/506,761 Page 12 

Art Unit: 3618 

room around the motor, via which the motor can get the intake air need in order 
to run properly. 

With regards to claim 18, von der Ohe et al. lacks, but lllbruck et al. teaches : 

• At points of covered openings in the axle carrier, on a circular surface, the lining 
is provided with diametrical slots, with slotted leaves which are hereupon formed 
being of resiliently elastic configuration 

o It is well-known in the art to make use of this type of slot in order to fasten 
one item to another, and plastic is well-known to be resiliently elastic. 
Therefore it would have been obvious to one of ordinary skill in the art to 
take the teachings of lllbruck et al. and incorporate them into the invention of von 
der Ohe et al. in order to provide a lining with diametrical slots so that the cover 
is more flexible and capable of being penetrated without compromising the 
effectiveness of the lining. 

Response to Arguments 
3. Applicant's arguments filed on the 28 th of January 2008 have been fully 
considered but they are not persuasive. 

With regards to applicant's arguments concerning the lining being placed on a 
protruding component : 

• Von der Ohe et al. discloses an axle carrier which has multiple protruding 
components to which the lining could easily be attached and the axle carrier itself 
does surround the engine. 
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With regards to applicant's arguments concerning the lining being different then a 
"coating" : 

• Webster's II Dictionary states: lining - material used to cover or coat an inside 
surface 

• Also, every element has attributable properties, two of which are sound 
absorbing and heat absorbing properties, therefore the lining of Miller would 
inherently have sound-absorbing and heat-absorbing properties 

With regards to applicant's arguments against lllbruck et ai : 

• Specifically, on page 6, paragraph 3: In response to applicant's argument that the 
references fail to show certain features of applicant's invention, it is noted that 
the features upon which applicant relies (i.e., space-restriction of the engine) are 
not recited in the rejected claim(s). Although the claims are interpreted in light of 
the specification, limitations from the specification are not read into the claims. 
See In re Van Geuns, 988 F.2d 1181, 26 USPQ2d 1057 (Fed. Cir. 1993). 

• Also, every element has attributable properties, two of which are sound 
absorbing and heat absorbing properties, therefore the lining of lllbruck et al. 
would inherently have sound-absorbing and heat-absorbing properties 

With regards to applicant's arguments concerning claims 5 and 6 : 

• Also, every element has attributable properties, two of which are sound 
absorbing and heat absorbing properties, therefore the lining of lllbruck et al. 
would inherently have sound-absorbing and heat-absorbing properties 
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o Therefore one layer being used for sound absorbing and the other for heat 
absorbing is obvious to one of remedial skill in the art 
Conclusion 

4. Any inquiry concerning this communication or earlier communications 
from the examiner should be directed to John R. Olszewski whose telephone 
number is 571-272-2706. The examiner can normally be reached on M-Th 5:30AM- 
4PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Christopher Ellis can be reached on 571-272-6914. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
/J. R. O./ /Christopher P Ellis/ 

Supervisory Patent Examiner, Art Unit 3618 



